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Introduction 

 

Trademark protection generally follows one of two main systems worldwide, with each country 

adopting the approach that best aligns with its legal structure. These two systems are 

commonly known as the "first-to-register" (aka "first-to-file") and "first-to-use" models, each 

having undergone considerable development throughout history. 

 

Regardless of the protection system in place, the purpose of trademark protection is to prevent 

unfair competition and to safeguard consumer rights by reducing confusion about the origin of 

goods. This objective is consistent with upholding the rights of prior users of a trademark as 

well as those of registered trademark owners. 

 

Consumers’ deception, at the heart of the trademark protection system of many common law 

jurisdictions, is also the predominant concept in Iranian trademark law as a civil jurisdiction. 

Most of the other civil jurisdictions, however, embrace the more modern and broader concept of 

unfair competition, which also incorporates the consumer’s deception.  

 

The Paris Convention for the Protection of Industrial Property (Paris Convention), adopted in 

1883, was the first international instrument to address the concept of unfair competition. Iran 

became a contracting party to the Paris Convention in 1959, and its provisions have the force 

of law under Iranian law. Article 10bis1 of the Paris Convention enumerates examples of unfair 

competition that generally involve deception. However, the emphasis on honest practices and 

fairness within this article allows for a broader interpretation of unfair competition, extending its 

scope to encompass conduct beyond mere deception.  

 
1 Article 10bis [Unfair Competition]: (1) The countries of the Union are bound to assure to nationals of such countries 
effective protection against unfair competition. (2) Any act of competition contrary to honest practices in industrial or 
commercial matters constitutes an act of unfair competition. (3) The following in particular shall be prohibited: 1. all 
acts of such a nature as to create confusion by any means whatever with the establishment, the goods, or the 
industrial or commercial activities, of a competitor; 2. false allegations in the course of trade of such a nature as to 
discredit the establishment, the goods, or the industrial or commercial activities, of a competitor; 3. indications or 
allegations the use of which in the course of trade is liable to mislead the public as to the nature, the manufacturing 
process, the characteristics, the suitability for their purpose, or the quantity, of the goods. 
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Thus, any act that results in profiting from another person's goodwill, commercial success, and 

efforts without authorization, which can also be referred to as freeriding, is essentially an act of 

unfair competition. Consequently, an unfair competitor’s trademark registration makes a prior 

user eligible for either an action against unfair competition or a cancellation action against the 

unfair competitor’s registration, provided that the bad faith of the registrant can be proved to 

the court.  

 

From the outset, Iran has adopted a hybrid approach to developing its intellectual property 

laws, integrating both first-to-file and first-to-use principles. Under Article 202 of the Marks and 

Patents Registration Act of 1931, prior rights arising from continuous use before the filing of a 

registration application are recognized, granting the prior user both the right of priority in 

registration and the right to cancel any subsequent registration. 

 

Under the next generation of IP laws, the Patents, Industrial Designs, and Trademarks 

Registration Act of 2008, the law generally favored the first-to-register approach, recognising 

the trademark registrant as the rightful owner. However, in judicial practice, this protection only 

applied where no one else had established a prior right by demonstrating earlier use of the 

trademark. In such cases, the prevailing approach was to support the first user of the disputed 

trademark rather than the first registrant, albeit under certain conditions. Consequently, 

protecting the prior user served as a limitation on the rights granted to the trademark registrant.   

 

Iran’s Industrial Property Protection Law of 2024 (the New IP Law), which is the current 

applicable law, marks the latest evolution in the country’s intellectual property laws over the 

past century. It has been designed to align with current economic, social, scientific, and 

technological advancements while staying in step with global trends. The New IP Law explicitly 

upholds the rights of the first user over those of the first registrant.  

 

New IP Law of 2024 and the Rights of Prior Users 

 

According to Article 105 of the New IP Law, “If a person registers a trademark belonging to 

another party, knowing that the other party has been using the said trademark, the user of the 

trademark may request the competent court to cancel the registration, provided that the owner 

of the trademark has continuously used the trademark for at least one year prior to the date of 

the infringer’s registration application”. 

 

The influence of Article 163 of the WTO Agreement on Trade-Related Aspects of Intellectual 

Property Rights (TRIPS) is evident in Article 105 of the New IP Law. Article 16 of TRIPS serves 

 
2 Article 20: If the opponent proves that, by virtue of prior continuous use before the filing of the registration 
application, they have acquired priority in the mark, the court shall order that the mark be registered in the name of 
the opponent. If the mark under opposition has already been registered at the Registry of Deeds, the court shall 
order that the prior registration be annulled and that the mark be registered in the name of the opponent. 
3 The owner of a registered trademark shall have the exclusive right to prevent all third parties not having the 
owner’s consent from using in the course of trade identical or similar signs for goods or services which are identical 
or similar to those in respect of which the trademark is registered where such use would result in a likelihood of 
confusion. In case of the use of an identical sign for identical goods or services, a likelihood of confusion shall be 
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as the foundation for establishing rights derived from prior use, explicitly acknowledging rights 

previously acquired, such as those gained through such usage. 

In contrast to the provisions of Articles 34 and 335 of the New IP Law, which through Article 1166 

of the said Law also apply with respect to the trademarks and tie the enjoyment of trademark 

rights to formal registration and grant of exclusive rights, including the right to use, solely to the 

registered owner, the language used in Article 105 of the said law, such as “belonging to” and 

“the owner” in reference to a prior user, indicates that the Iranian legislator also acknowledges 

a prior user’s right of exploitation to the trademark, even without having a formal registration.  

 

The requirement for prior knowledge on the part of the registrant in Article 105 implies bad 

faith, which is an important criterion for depriving the registered owner of their vested rights. 

Only where a trademark has been registered in bad faith, the first user can replace the first 

registrant in enjoying the exclusive rights of the trademark and claim cancellation of such 

trademark being registered in bad faith. Prior user must also establish that their prior use was 

not abandoned as of the date of the submission of the application by the registrant.  

 

The most often applied tests by Iranian courts to determine a bad faith registration require the 

following elements: identical imitation, lack of meaning in Farsi, the similarity of subject goods 

and services, and the plaintiff’s prior registration in Paris Union countries.  

 

The Note under Article 105 says: “If a person has been using a trademark for at least one year 

before its registration, the registration of that trademark by others does not prevent the prior 

user from continuing to use the trademark”. This Note limits the exclusive rights of the bona 

fide registered owner in favor of the continuous use of a prior user who has been using the 

trademark for at least one year before the trademark's registration date.   

 

Therefore, Article 105 protects the prior user when a person registers a trademark used by 

another party in bad faith, while the Note to this Article protects both the prior user and bona 

fide registrant.  

 

The absence of a presumption of bad faith in the Note to Article 105 is suggested by the 

differing criteria for establishing prior use. Specifically, prior use in relation to a bona fide 

registrant is assessed from the date of registration, while for a registrant in bad faith, the 

relevant period starts from the application date as outlined in Article 105 itself. This distinction 

implies that a bona fide registrant is not penalized and retains their intellectual property rights, 

albeit without exclusivity. On the other hand, the prior right granted to a prior user is limited to a 

right of continued use, rather than an exclusive right.  

 
presumed. The rights described above shall not prejudice any existing prior rights, nor shall they affect the possibility 
of Members making rights available on the basis of use. 
4 Article 3: Enjoyment of the rights arising from an invention under this Law is subject to its registration with the 
Registration Authority. 
5 Article 33 :The material aspects of the rights arising from an invention, or the exclusive right of exploitation thereof, 
belong to the holder of the patent certificate (the patent owner). 
6 Article 116: The provisions of Articles (2), (3), Note (3) of Article (7), (10), (13), (21), (23), (28) to (33), (57) to (59), 
(64), (66), (68), (70), (72), (73), and (86) of this Law shall, as the case may be, also apply with respect to 
trademarks. 
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The Note to Article 105 indeed allows for the coexistence of both the registered owner and the 

prior user, enabling them to use the trademark simultaneously without infringing one another's 

rights. It specifies that a bona fide registrant cannot prohibit the use of the trademark by the 

prior user, thereby limiting the exclusivity of the registered owner's rights and effectively 

creating a framework for dual ownership of the trademark by both parties. 

 

If dual entitlement with respect to the right of exploitation had not been intended by the 

legislator, the inclusion of the Note to Article 105 would have been redundant. The prior user 

already holds a stronger legal position and can even cancel the registration of a bad-faith 

registrant under Article 105 itself, rendering the bad-faith registrant ineligible to enforce rights, 

including prohibiting the prior user’s continuous use of the trademark.  

 

While it is beneficial that legislators distinguish between bad-faith and good-faith registrations, 

the Article does not clarify how dual entitlement to the same trademark will function in practice. 

Dual entitlement by unrelated parties could be detrimental to the distinctiveness of the 

trademark (mostly known as “blurring”) and potentially mislead consumers regarding the origin 

of goods or services. It would have been more practical for the legislator to require both the 

registered owner and the prior user to specify a piece of distinctive information for the subject 

goods or services to distinguish the origins, helping to maintain clarity for consumers and 

diminishing the dilutional effect of the dual exploitation.  

 

Allowing a bona fide registrant to retain legitimate, though non-exclusive, rights in a disputed 

trademark is crucial to prevent the abuse of prior rights. Such abuse can occur when a prior 

user, aware that another party has registered and is actively using the same trademark, 

chooses not to challenge it. Then, once the registered owner (second user) has achieved 

market success through investments in advertising and brand-building, the prior user may 

initiate cancellation proceedings based on their prior use. This tactic can jeopardise the 

business of the bona fide registrant, who has invested significantly in establishing the 

trademark in the market, potentially even pushing them toward bankruptcy. 

 

The mechanism of concurrent exploitation helps safeguard the stability and reliability of 

registered trademarks by preventing a prior user from launching cancellation claims against a 

bona fide registrant solely on the basis of prior use at any time. In support of this principle, 

Article 5(C)(1) of the Paris Convention similarly states: “If, in any country, use of the registered 

mark is compulsory, the registration may be canceled only after a reasonable period, and then 

only if the person concerned does not justify his inaction.” This provision reinforces the notion 

that registration rights should be protected against arbitrary cancellation attempts, ensuring 

fairness for bona fide registrants who have invested in building the trademark’s market 

presence.  

 

Notwithstanding, Article 105 does not adequately address situations where a prior user of a 

trademark may act in bad faith. Various scenarios could arise in which a bad-faith user begins 

using a trademark before its official registration by the original owner. For instance, a local 

distributor or sales agent, aware of a foreign owner’s trademark, might start using it with or 
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without authorization and establish a record of use long before the foreign owner attempts to 

register the trademark in Iran. In the absence of formal documentation or evidence linking the 

foreign trademark owner and the prior user, such as a registered licence, challenging this prior 

user in court becomes difficult for the foreign trademark owner. 

 

Similarly, unauthorized local importers of a foreign owner’s goods might establish prior use in 

the absence of a registration for that foreign owner’s mark, thus complicating rightful 

exploitation. Another example arises when a trademark application is filed and the application 

is published in the official gazette7 to the public, but not registered yet due to third-party 

objections. In such cases, the registration process takes over a year from the initial publication 

of the trademark application in the official gazette, and a bad-faith prior user who found the 

published trademark appropriate for their business could start its use and accumulate enough 

use to claim prior rights. Although in such cases the prior user cannot ban the use of the 

trademark by the registered owner, they gain co-entitlement without bearing the costs or 

formalities of registration and renewals. It is recommended that the law include a provision 

requiring those benefiting from the use of a trademark to share in the corresponding 

responsibilities and costs for the registration maintenance. 

 

Ideally, lawmakers should clarify the legal obligations of prior users and registered owners in 

cases of concurrent entitlement. This would ensure that the financial and legal burdens of 

maintaining a trademark do not fall solely on the registered owner. Additionally, introducing 

deadlines and mechanisms to limit prior users’ rights could prevent potential abuse and ensure 

that these users contribute to the trademark’s registration and maintenance costs. 

The prior users, within their scope of use, have acquired rights that the prevailing judicial 

practice and now the New IP Law have both recognized. However, such rights should be 

limited to the specific goods, services, and business areas where the prior use has been 

demonstrated, as outlined in Article 105. A notable shortcoming of the New IP Law is that 

expanding protection for unregistered rights undermines the purpose of trademark registration, 

weakening the impact of deadlines, legal restrictions, and penalties established by law. While 

prior user’s delay in registering a trademark leads to a loss of rights and waiving the prior 

user’s right to their trademark, a system that encourages prior users to register trademarks 

could help prevent future bad-faith registrations on one hand and the complications of dual 

entitlement when a bona fide registrant later registers the same trademark on the other hand. 

 

To uphold the intended framework and set a reasonable scope for recognizing and protecting 

prior user rights, any assignment or transfer of prior rights in respect to a trademark should only 

be valid if accompanied by the transfer of the relevant portion of the business to the transferee 

or assignee. Although the New IP Law does not expressly apply this requirement to 

trademarks, an analogy can be drawn from Article 38(5)8 of the same law, which imposes 

 
7 As per the announcement of IPC as of 11 April 2025, all official notices are published through the IPC’s Electronic 
Bulletin. Notices issued after this date will no longer be printed in the Official Gazette. 
8. Article 38: The economic rights arising from a registered invention and its exploitation shall not include the 
following: 
... 
5. Exploitation by any person who, in good faith and without fraudulent intent, prior to the filing of the patent 
application, or where priority has been claimed, prior to the priority date of the same invention, was already using the 
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similar conditions on the transfer of rights for prior users of patents, utility models, or industrial 

designs. This analogy suggests that the same conditions should apply to prior users of 

trademarks as well. 

 

Article 105 outlines two essential criteria for establishing “use” that would allow a prior user to 

claim intellectual property rights, either in opposition to or alongside a registered trademark 

owner. These criteria are the duration and continuity of use. Specifically, a prior user must 

demonstrate at least one year of continuous use of the trademark, calculated from the filing 

date of the registrant’s trademark application at the Iran Intellectual Property Center (IPC). Any 

shorter period of use renders a prior user disqualified for exploitation or cancellation claims. 

Furthermore, only prior users who have maintained uninterrupted use of the trademark for the 

full year preceding the application date can benefit from the rights granted under Article 105. 

 

In addition to the eligibility criteria mentioned, the trademark in question must be likely to 

mislead or confuse ordinary consumers regarding the goods or services of the registered 

owner in comparison to those of the prior user. The continuation of the prior user's rights 

should also be contingent on their sustained use of the trademark. It would have been prudent 

for the legislator to also provide specific guidance on this aspect to ensure clarity and prevent 

potential misuse. 

 

Article 1109 of the New IP Law establishes conditions under which any interested party may 

request the cancellation of a registered trademark through the competent court, setting a 5-

year deadline for initiating such actions, starting from the trademark’s registration date. 

However, as specified in Note 1 to Article 110, “The five-year time limit shall not be fixed for 

claims on cancellation of trademarks registered knowing that the owner has been using the 

said trademark”.  

 

 
invention in Iran or had undertaken serious and effective measures to prepare for its use, provided that such person 
proves that the knowledge of the invention was not obtained through disclosure during the inventor’s grace period in 
which the application was filed, nor as a result of a breach of obligations owed to the patent owner or their 
representative. The rights of the prior user may be transferred or assigned only together with the enterprise or 
business, or with a part thereof, in which the invention was being used or the preparations for its use had been 
made. 

9 Article 110: Any interested party may, within a maximum of five years from the date of registration of a mark, 
request the competent judicial authority to invalidate the trademark certificate by proving non-compliance with the 
provisions of Articles (95) and (96) of this Law. The same shall apply where an interested party proves that the 
owner of the registered mark, either personally or through an authorized person, has not used the mark in whole or 
in part for at least three full years from the date of registration until one month prior to the date of the request, unless 
it is established that force majeure prevented such use. The effect of invalidation, in cases of non-compliance with 
Articles (95) and (96), shall date back to the filing of the application; in cases of non-use, it shall take effect from the 
date of issuance of the final judgment. The notice of invalidation shall be published at the earliest possible 
opportunity.Note 1: The five-year period shall not apply to requests for invalidation of marks that were registered 
despite the applicant’s knowledge that the owner was already using the said mark; such invalidation requests may 
be submitted at any time. The said time limit shall also not apply with respect to clauses (2), (3), (8), (9), and (10) of 
Article (96) of this Law. 
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Since this Article draws from Article 6bis10 of the Paris Convention, which addresses the 

prohibition of use and cancellation of a registered trademark in bad faith, it implies that prior 

users should have both the right to cancel the registration and to prohibit its use by a registrant 

acting in bad faith. However, under Iranian judicial precedent, the registered owner’s rights to 

use and ownership are typically upheld, and judges generally require a cancellation action as a 

prerequisite for any lawsuit seeking to prohibit use. Only in the absence of ownership rights 

following cancellation does a prohibition of use claim become actionable in court. This reflects 

Iran’s hybrid IP law system, which prioritizes rights obtained through registration.  

 

Article 10bis of the Paris Convention, which prohibits unfair competition, can also serve as 

the basis for Article 105 of the New IP Law, allowing a prior user to cancel a registration in bad 

faith by a registered owner, as such registration creates confusion with the prior user's 

establishment, goods, or industrial or commercial activities. 

 

Another source relied upon by the Iranian legislator in drafting Article 105 is Article 6quinquies 

C(1) of the Paris Convention, which states: “In determining whether a mark is eligible for 

protection, all the factual circumstances must be taken into consideration, particularly the 

length of time the mark has been in use”.   

 

Therefore, it can be concluded that Article 105 is founded upon three legal principles: 

 

1. Prohibition of Unjust Enrichment: Emphasizing that individuals are entitled to the fruits 

of their own labor, this principle asserts that no one should benefit from another’s 

property or efforts without a legitimate basis. 

 

2. Principle of Fairness: Fairness supports the notion that the prior user, as the original 

proprietor through continuous use, has a claim over the trademark. 

 

3. Doctrine of Acquired Rights: This suggests that the prior user has an established right, 

and any attempt by others to register conflicting trademarks constitutes an infringement 

on this right. 

 

By recognizing a right of priority for the prior user, the New IP Law demonstrates a more liberal 

approach, favoring prior use. This stance contrasts with the generally conservative position of 

the New IP Law, which emphasizes registration as a prerequisite for IP rights, as outlined in 

Articles 3 and 33. Such a contradiction renders the recognition of prior use rights as an 

 
10 Article 6bis [Marks: Well–Known Marks]: (1) The countries of the Union undertake, ex officio if their legislation so 
permits, or at the request of an interested party, to refuse or to cancel the registration, and to prohibit the use, of a 
trademark which constitutes a reproduction, an imitation, or a translation, liable to create confusion, of a mark 
considered by the competent authority of the country of registration or use to be well known in that country as being 
already the mark of a person entitled to the benefits of this Convention and used for identical or similar goods. 
These provisions shall also apply when the essential part of the mark constitutes a reproduction of any such well–
known mark or an imitation liable to create confusion therewith. (2) A period of at least five years from the date of 
registration shall be allowed for requesting the cancellation of such a mark. The countries of the Union may provide 
for a period within which the prohibition of use must be requested. (3) No time limit shall be fixed for requesting the 
cancellation or the prohibition of the use of marks registered or used in bad faith. 
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exception to the principles, thereby applying a restrictive interpretation and narrowing the 

scope of application of such. 

 

The prior user can claim for cancellation of the registered trademark only if they can prove the 

registered owner’s bad faith; a requirement that aligns more closely with the core objectives of 

trademark protection laws, particularly consumer protection. Moreover, recognizing parallel 

rights for both the prior user and the bona fide registered owner, as outlined in the Note to 

Article 105, effectively excludes any priority right for the prior user. This approach ensures that 

priority claims are limited to cases involving bad faith, maintaining a balanced and fair 

trademark system that favors consumer interests and minimises market confusion. 

 

Article 105 does not specify the degree of similarity required between the registrant’s 

trademark and the prior user’s trademark. Although the Article itself, based on its wording, 

pertains to cases where both parties use an identical trademark for the same goods or 

services, by drawing an analogy with Article 96 of the New IP Law, which addresses situations 

where the registration of a trademark is not allowed due to consumer’s deception, the 

legislator’s broader intention can be inferred: to prohibit the registration of not only identical but 

also confusingly similar trademarks for the same or related goods and services, thereby 

preventing potential detriment to consumers.  

 

Article 105 focuses on the intent behind registering a trademark that is already in use by 

another party. When a person knowingly registers a pre-used trademark, an intention to 

mislead consumers and exploit the established reputation of that trademark is presumed, 

indicating a bad-faith registration. Thus, in cases of bad faith, the prior user’s protection should 

extend not only to identical trademarks but also to similar marks that could cause consumer 

confusion over identical or similar goods and services. 

 

It is proposed that the dual entitlement envisaged under the Note to Article 105 should be 

limited to cases involving identical trademarks used for the same goods and services, as 

extending it to confusingly similar marks would compromise distinctiveness and risk 

genericization. 

 

Nevertheless, identical trademark use may still mislead consumers, as distinguishing between 

the products of two parties using the same trademark would be challenging. 

To address this and in support of the current practice of the IPC, which currently avoids 

permitting both parties to register the trademark at issue, the law could impose specific 

conditions, such as publishing an announcement of dual entitlement that clarifies the scope of 

use for each party. This could include specifying the goods and services associated with each 

user, noting any limitations on the registered owner’s rights on the registration certificate, and 

requiring the prior user to adopt distinct packaging and advertising to reduce potential 

consumer confusion. 

 

These conditions aim to create an equitable balance between the interests of both parties, 

preventing unnecessary hardship while ensuring the public is not misled or confused by similar 

trademarks. The outcome would likely consider factors such as the trademark's distinctiveness, 
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the industries in which each party operates, the scope of their respective usage, and the 

likelihood of consumer confusion. 

 

Unfortunately, the legislator has not provided clear criteria for determining misleading similarity, 

which can lead to inconsistent rulings by competent courts and subjective decisions by relevant 

experts in the IPC. 

 

The misleading similarity between trademarks can be analysed from various perspectives; two 

of them are particularly relevant in the IPC’s practice: (1) similarity in the mark and its 

elements, including both written and visual aspects, and (2) similarity in the goods and services 

associated with the trademark. 

 

The confusing similarity can be discussed in the wide or narrow sense. Under the wide sense, 

similar trademarks can potentially mislead ordinary consumers, even when used for unrelated 

goods or services. Article 96 of the New IP Law adopts such a broad interpretation of 

misleading similarity in relation to both non-registered well-known marks and standard 

registered trademarks.  In the narrow sense of misleading similarity, infringement occurs when 

two similar trademarks are used for competing or related goods and services.  

 

Article 3011 of the New IP Law, applicable to trademarks through Article 116, grants rights to 

unregistered owners who want to oppose a trademark registration application and provides 

them with an opportunity to simultaneously file their own trademark application and pay the 

application and related fees. According to this Article, “If the applicant remains silent or formally 

accepts the objection in writing, their application for ... registration is considered withdrawn, and 

the registration authority informs the objector, who may then proceed with the registration 

through the application filed at the time of objection”. If the applicant does not accept the 

objection and the objector also maintains their objection within a prescribed time limit of twenty 

days (40 days for foreign residents), the specialized board of the IPC will decide the matter. 

 

 

11 Article 30: Where a person, claiming ownership rights, objects to an invention that has not previously been 
registered in their name but for which another person has filed an application with the Registration Authority, the 
opponent shall, simultaneously with filing the opposition, also file their own patent application and pay the 
application fee and other related costs. The Registration Authority is obliged, within ten days from the date of receipt 
of the opposition, to serve a copy thereof, together with copies of the supporting documents and evidence, on the 
applicant. The applicant must, within twenty days from the date of notification, submit a written response to the 
Registration Authority concerning the opposition. If the applicant remains silent regarding the opposition or accepts it 
in writing, their application for registration shall be deemed withdrawn, and the Registration Authority shall notify the 
opponent so that they may proceed with registration on the basis of the application filed simultaneously with the 
opposition. If the applicant does not accept the opposition, the Registration Authority shall, within ten days, notify the 
opponent, who may then, within twenty days from the date of notification, submit the opposition to the Board referred 
to in Article (23) of this Law and provide its receipt to the Registration Authority. In such case, examination of the 
patent application shall be suspended until the opposition case is finally decided. If the receipt of the opposition is 
not submitted, examination of the original application shall continue. The said Board must examine the opposition 
and issue the appropriate decision within a maximum of three months. This period may be extended only once, for a 
maximum of three additional months. 
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The fact that the legislator acknowledges the persons who claim trademark ownership without 

registration is another indication of legitimising prior users as trademark owners. However, it 

shall also be noted that they still have to apply for registration of their alleged trademark to 

preserve their right of ownership by changing their status from a prior user to a registered 

owner. This is also the case when a prior user intends to bring a cancellation action against a 

bad-faith registrant because in order to become an interested party in a cancellation action 

before the court, the plaintiff needs to have a basis of claim which will be their proof of applying 

for the registration of the trademark at issue before the IPC and the predictable office action of 

the IPC because of being identical or confusing similar to the trademark which the registrant 

has already registered. This way, at the end of the day, whoever received the court order in 

their favour will have the ownership right based on a registration certificate.  

 

Only in the case of dual entitlement of a trademark under the Note to Article 105, the 

exploitation of a trademark by the prior user can be deemed as tolerated by the law. In such 

a situation, the bona fide registrant owns the trademark through registration, and the prior user 

also may enjoy the right to continue their use by means of prior use without prejudice to the 

registered owner’s rights.  

 

Conclusion 

 

Although judicial precedence had recognized prior rights through the use of a trademark, the 

Act on Patents, Industrial Designs and Trademarks Registration of 2008, which the New IP Law 

replaced, did not explicitly contain such recognition. Therefore, under the previous legal 

framework, as the law did not expressly mention the particular right of the prior user, it was 

assumed that this right was not recognized, and the prior user was not considered to have a 

legitimate claim against the registered owner. However, Iranian courts have held that the rights 

of a prior trademark user take precedence over those of a subsequent registrant. 

 

With the adoption of the New IP Law, Iran has clarified its position regarding prior use; 

however, gaps in the law continue to create legal uncertainty. It is hoped that these issues will 

be clarified in the upcoming executive regulations currently under preparation and, eventually, 

through judicial practice . 

 

Under the Iranian legal system, trademark rights can be acquired through either registration or 

usage. It is essential for foreign trademark owners, whether as a prior user or subsequent 

registrant, to understand the practical measures available to prevent infringement of their 

trademark within Iran’s jurisdiction. 

 

The evolving Iranian IP framework presents both challenges and opportunities for foreign 

trademark owners. Iran’s hybrid approach, which balances prior use with first-to-register 

principles, introduces complexities that foreign businesses should proactively address. Foreign 

trademark owners should prioritise early registration of their trademarks in Iran to establish 

strong legal standing and minimise risk. Additionally, they should continuously monitor for 

potential infringements and prepare to respond promptly to unauthorized registrations, 

especially by local distributors or importers who might claim prior use. 
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Where dual entitlement may occur under Iranian law, foreign owners can strategically 

differentiate their goods or services to maintain brand distinctiveness and avoid consumer 

confusion. Partnering with local IP experts is also advisable, as ongoing legislative updates and 

judicial practices will continue shaping Iran's trademark protections. Ultimately, by taking these 

proactive steps, foreign businesses can better safeguard their trademarks, reduce legal 

uncertainties, and ensure their brand’s integrity in Iran. 

 

Disclaimer: The content of this article is provided for informational purposes only and does not 

constitute legal advice. While every effort has been made to ensure the accuracy and 

relevance of the information presented, Nami Associates Law Firm accepts no liability for any 

errors, omissions, or reliance on the content herein. Readers are strongly advised to seek 

professional legal consultation tailored to their specific circumstances before making any 

decisions or taking any action based on the information provided in this article. The content 

should not be interpreted as creating a lawyer-client relationship or as a substitute for 

personalised legal advice. For any queries in relation to this article, please fee free to contact 

our intellectual property team at ip@namiassociates.com or directly to the authors. 

 

Nami Associates is a leading full-service law firm licensed by Iran’s Central Bar Association 

and based in Tehran.12 With decades of collective experience, the firm is widely recognised for 

its exceptional expertise in advising on complex and high-value legal matters in the Iranian 

market. Nami Associates provides comprehensive legal services across a broad spectrum of 

practice areas, including corporate and M&A, projects and finance, intellectual property, 

regulatory compliance, and dispute resolution.  

 

For further information about our practice and experience, please feel free to reach out to us. 

 

 

 
Nami Associates Law Firm 

 

37 Asef (Ejazi) Street, Unit 4 South 

Zafaraniyeh, Tehran 1988893433, Iran 

 

+98 21 2240 0434  +98 21 2241 8899 

info@namiassociates.com 

www.namiassociates.com 

 

 
12 Central Bar Association license number 26300099, registration number 53221 and national 
identification number 14010847783. 
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